
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. [ 


FILING DATE j 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. j 


10/058,236 


01/29/2002 


Akira Murakami 


330-243 


2265 



23117 7590 02/01/2005 

NIXON & VANDERHYE, PC 
1 100 N GLEBE ROAD 
8TH FLOOR 

ARLINGTON, VA 22201-4714 



EXAMINER 



LOPEZ, CARLOS N 



ART UNIT 



PAPER NUMBER 



1731 

DATE MAILED: 02/01/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 

Vj^r www ^wW w 7 m ^wr wg w w w wwwr M V www mw wjmm w y 


Application No. 

10/058,236 


Applicant(s) 

MURAKAMI, AKIRA 


Examiner 

Carlos Lopez 


Art Unit 

1731 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 29 November 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) £3 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) Ml is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2. D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/29/04 has been entered. 

As instructed by applicant on 1 1/29/04, the after final amendment filed on 
10/24/04 will not be entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1) Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, as based on a 

disclosure which is not enabling. Press molding "without causing any surrounding edge portion 
... (to) come into contact with the mold...",, wherein "The term "mold" is an encompassing one and 
includes all of mold members or parts that are used for the press molding, but which the surrounding 
edge portion of a glass blank during production does not come into contact" critical or essential to 

the practice of the invention, but not included in the claim(s) is not enabled by the 
disclosure. See In re May hew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). In 
applicant's response dated 1 1/29/04, Applicant notes that "the present invention has, as one 

of its essential requirements , as applicants have consistently claimed, the requirement that "the glass ... 
is press-molded without causing any surrounding edge portion ... (to) come into contact with the mold...", 
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The term "mold" is an encompassing one and includes all of mold members or parts that are used for the 
press molding, but which the surrounding edge portion of a glass blank during production does not come 

into contact." 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2) Claims 1-3, and 6-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Murakami et al JP 10-236831 (for which US 6,442,975 is taken as the JP equivalent). 
Murakami discloses a method for making a glass substrate for a recording medium. As 
shown in figure 8B, molten glass 42 (deemed as glass in a soften state) is press molded 
by molds 17 and 14. The glass is pressed molded to have a disk shape with a 
thickness of 2-4 mm, which reads on instant claims 8-9 (Col. 2 lines 64ff). As shown in 
figure 10 the circumferential edge of glass blank 44 does not touch the mold dies 17 
and 14 as it is being pressed formed. Additionally the glass substrate does not have a 
notch. 

Paragraph 21 of the specification defines "free surface" as follows: 

"The free surface is a surface to which nothing from the molding surface of the mold is transferred, so 
that no processing mark existing in the molding surface is transferred". 
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Since the Murakami's molds are deemed as upper and lower mold members 17 and 14, 
each having its corresponding mold surface which do not touch the surrounding edge of 
the blank, it would thus reason that the surface of the surrounding edge of the blank of 
Murakami is considered a "free surface" since it meets applicant's definition of not 
having the molding surfaces of molds 14 and 17 touching the surrounding edge of the 
blank that would create processing marks caused by the mold surfaces. 

As for claim 2, the claimed flat front surface, reverse surface and a surface 
formed of the surrounding edge portion is deemed respectively as the top surface, 
bottom surface and edges surface the Murakami's glass blank 44. 

As for claim 3, Murakami teaches that the glass substrate blank 44 has a 
thickness greater than the final product, which is the claimed glass substrate (Col. 15, 
lines 59-60). 

As for claim 6, the soften glass is supplied to the lower mold as shown in figure 

7A. 

As for claim 7, the molds have a temperature of 250-450 degrees Celsius for the 
upper mold and the lower mold having a temperature 50 to 100 degrees lower than the 
upper mold wherein the temperature of the softened glass is 1200 degree Celsius (Col 
10, lines 50ff). 

3) Claims 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Suzuki 
(JP 10-194760). As shown in figures 3-5, molten glass 42 (deemed as glass in a soften 
state) is press molded by molds 21 and 31 . As shown in figure 5 the circumferential 
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edge of glass blank 12 does not touch the mold sides 21 and 31 as it is being pressed 
formed but instead it touches the mold sleeve 36. 

Since the Suzuki's molds are deemed as upper and lower mold members 17 and 14, 
each having its corresponding mold surface which do not touch the surrounding edge of 
the blank, it would thus reason that the surface of the surrounding edge of the blank of 
Murakami is considered a "free surface" since it meets applicant's definition of not 
having the molding surfaces of molds 21 and 31 touching the surrounding edge of the 
blank that would create processing marks caused by said mold surfaces. 

As for claim 3, since the substrate is grinded and polished to form a final glass 
substrate, it would be inherent that the intermediate substrate blank is thicker than the 
final glass substrate. 

As for claim 4, as shown in figures 2 and 7, the small thickness portion is larger 
than the thicker portion. 

As for claim 5, figures 2 ad 7 show a thicker portion at the middle and edges of 
the substrate blank. 

4) Claims 1 , 4, 6, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Inoue et al (JP 63-265833). Inoue discloses a method for producing substrate blank. 
As shown in figure 2 of Inoue, a glass substrate 14, in a softened state, is manufactured 
by a pressing molding method. The method comprises an upper mold 1 1 and lower 
mold 12 having the glass substrate being pressed in between the two molds. The 
surrounding edge portion of the substrate 14 is free as shown in figure 1 , since the 
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surrounding edge does not come in contact with any mold surface or is defined by any 
structural element that would make surface marks on the surrounding edge. 

As for claim 4, the claimed large thickness portion is deemed as a small center 
portion of the glass substrate 14 and the claimed small-thickness portion is deemed as 
the circumferential area of glass substrate 14. 
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A: Area of large thickness portion. 



B: Area of small thickness portion. 



5) Claims 1, 4, 6, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sato (US 4,591 ,373. Sato discloses a method for producing substrate blank. As shown 
in figure 3 of Sato, a glass substrate 1 , in a softened state, is manufactured by a 
pressing molding method. The method comprises an upper mold 4 and lower mold 5 
having the glass substrate being pressed in between the two molds to form a glass 
substrate in the for of a thin plate. The surrounding edge portion of the substrate 1 is 
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free as shown in figure 3, since the surrounding edge does not come in contact with any 
mold surface or is defined by any structural element that would make surface marks on 
the surrounding edge. 

As for claim 4, the claimed small thickness portion is deemed as a small center 
portion area B of the glass substrate 1 and the claimed large-thickness portion is 
deemed as the center area A of glass substrate 1 . 




A: Area of large thickness portion. 
B: Area of small thickness portion 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6) Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Murakami et al JP 10-236831 (for which US 6,442,975 is taken as the JP equivalent). 
Murakami teaches that the glass blank may be grinded and polished (Col. 7, Iines19ff). 
However, Murakami is silent on cutting the glass blank. The Murakami method is for 
the production of a recording medium such as a CD. Since CDs currently have a hole 
at the center it would be obvious to a person of ordinary skill in the art at the time the 
invention was made that a cut would be expected on the glass blank disc in order to 
form the hole of an information recording medium CD. 

In regards to claim 13's limitation of forming an information layer on the 
substrate, Murakami teaches of laminating a magnetic layer on the substrate (Col. 7, 
line 57ff). 

As for claim 12, Murakami teaches of using crystallized glass as the glass 
substrate, see col.7-8, and hence would require a heat treatment. 

Response to Arguments 

Applicant's arguments filed 1 1/29/04 have been fully considered but they are not 
persuasive. Applicant is arguing a term not explicitly defined in the filed specification. 
As noted in MPEP 2106 II (c): 

Where an explicit definition is provided by the applicant for a term, that definition will control 
interpretation of the term as it is used in the claim. Toro Co. v. White Consolidated Industries Inc., 199 
F.3d 1295, 1301, 53 USPQ2d 1065, 1069 (Fed. Cir. 1999). 

It is clear from the prosecution history of the instant applicant, the term "free 
surface" has not been explicitly defined in the specification. Applicant is invited to claim 
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the argued definition of the term "free surface" 1 in order to advance the prosecution of 
the instant application. 

Applicant notes that "the present invention has, as one of its essential requirements, as 

applicants have consistently claimed, the requirement that "the glass ... is press-molded without causing 
any surrounding edge portion ... (to) come into contact with the mold...", The term "mold" is an 
encompassing one and includes all of mold members or parts that are used for the press molding, but 

which the surrounding edge portion of a glass blank during production does not come into contact." 

It now appears that it is "essential requirement", as noted by applicant, that the 
surrounding edge portion of the glass blank not come into contact with mold members 
or parts used for the press molding. If that is the case, applicant has another 
compelling reason to include said definition to overcome a 1 12 first paragraph rejection 
for not claiming essential subject matter. 

Conclusion 

Reference N has been cited to show the state of the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carlos Lopez whose telephone number is 
571 .272.1 193. The examiner can normally be reached on Mon.-Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571.272.1189. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

1 Applicant defines "free surface" as: 

"the present invention has, as one of its essential requirements, as applicants have consistently claimed, the 
requirement that "the glass ... is press-molded without causing any surrounding edge portion ... (to) come into contact 
with the mold...", The term "mold" is an encompassing one and includes all of mold members or parts that are used 
for the press molding, but which the surrounding edge portion of a glass blank during production does not come into 
contact." 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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